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Abstract

The right to appeal exists as a response to the two main characteristics of every
human being. The first refers to the attitude of not settling for adverse decisions,
which leads people to seek instruments to remediate these decisions, while the
second is the possibility that every human being has to make mistakes and the need
to correct these mistakes in decision-making acts that may have been mistaken.
Therefore, an appeal is an instrument that enables review of a decision by a higher
authority to obtain its modification or revocation. In the patent system, appeals
are used basically to reverse decisions of patent examiners during the examina-
tion procedure as, for example, the decision to reject a patent. Although all patent
offices have procedures for appeal against first-instance decisions taken by these
offices, there are significant differences as to how this procedure is conducted in
each office. This chapter will study the laws and regulations, rules and procedures
on appeals in two of the main patent offices in the world - the European Patent
Office — EPO and the United States Patent and Trademark Office - USPTO,
and in the Brazilian Patent Office — INPI, pointing out the main differences
between them.
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1. Introduction

The right to appeal, in general, exists in several legal systems around the world
responding to the two main characteristics of every human being. The first refers
to the attitude of not settling for adverse decisions, which leads people to seek
instruments to remediate these decisions, while the second is the possibility that
every human being has to make mistakes and the need to correct these mistakes in
decision-making acts that may have been mistaken [1].

Thus, an appeal is an instrument allowing for review of a decision made by a
hierarchically higher instance aiming at its change or reversal. Appeals serve both as
a process for correcting defective acts and as a process to find the actual and proper
interpretation to a certain law or rule.

1 IntechOpen
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In the patent systems, appeals are primarily used to change or reverse an
adverse decision by a first-instance patent examiner upon examination of the
patentability of an application. This examination verifies compliance by the
application with the legal provisions to become a patent. Among these provisions,
attention is called to patentability requirements — novelty, inventive step, and
industrial applicability — and patentability conditions — sufficiency of disclosure,
clarity and/or support for the claims. When the patent examiner understands that
any of these legal requirements and/or conditions is not met, the patent applica-
tion is rejected.

Upon rejection of a patent application, a period for appeal against this deci-
sion begins. In the appeal procedure, a board of appeal or appeal division reviews
the decision, taking the reasons that supported the first-instance administrative
decision and the arguments of the parties into account, as to achieve a more proper
decision for such case.

All patent offices have procedures for appeal against first instance administrative
decisions taken by these offices, which are governed by specific laws, rules, and pro-
cedures. This chapter will study how appeals work in two of the main patent offices
in the world, the European Patent Office — EPO and the United States Patent and
Trademark Office — USPTO and in the Brazilian Patent Office — INPI, pointing out
the main differences between them.

2. European patent office

The first relevant point of appeal procedure in the European patent system is
that, unlike in the USPTO and INPI, appeals are not administrative proceedings.
Although they exist in the EPO organizational structure, they are legal procedures
under the responsibility of the boards of appeal [2, 3].

Boards of appeals are the second and final instances of the EPO, being indepen-
dent of such office and only governed by the European Patent Convention (EPC).
They are divided into four boards: enlarged board of appeal; legal board of appeal;
technical boards of appeal; and disciplinary board of appeal.

Any party to the first-instance proceedings that led to the contested decision
and that have been adversely affected by a decision of the receiving section,
examining divisions, opposition divisions, and the legal division of the EPO may
appeal to the Boards of Appeal.' In this regard, appeals may be divided into ex
parte procedures, i.e., there is only one party to the appeal procedures, and inter
partes, i.e., there are two or more parties to the appeal procedures. Inter partes
appeal procedures occur when appealed decisions are taken by the opposition
divisions, while ex parte procedures occur when the decisions are taken by the
examining division. When there is more than one party to the appeal, the party
filing the appeal is called the appellant, while the other parties are “parties of
right” [2-4].

Although decisions taken by any of the EPO departments already mentioned can
be appealed, technical decisions related to the patentability of a patent application
or a patent already granted are those taken by the examining and opposition divi-
sions. Examples of these types of decisions are those rejecting a patent application,
in case of examining divisions, or decisions to revoke a patent or reject an opposi-
tion, in case of opposition divisions. It is worth noting that the European patent

1 Articles 106 and 107, EPC.
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system, unlike Brazil, allows for filing an appeal against the granting of a patent
in cases in which the grant was based on a text not previously approved by the
applicant [4].

Appeals in the European patent system have suspensive and devolutive effects.
The suspensive effect suspends the effects of the appealed decision until a decision
on the appeal is rendered by the boards of appeal. For example, if the opposition
division decides to cancel a patent and the patentee files an appeal, the patent
shall continue having its effects until the boards of appeal take a decision. On its
turn, the devolutive effect, except for the interlocutory revision procedure to be
addressed below, transfers the power to decide such case from the first-instance
examining division to the boards of appeal [3].

Three actions are required to begin the appeal procedure: (a) filing of a notice of
appeal within two months of notification of the appealed decision; (b) payment of
an appeal fee, within the same period; and (c) within four months of notification
of the decision, a statement setting out the grounds of appeal shall be filed.” If the
appellant fails to file the notice of appeal or to pay the fee within the established
period, the appeal is deemed not filed [2, 4].

Once the appeal is filed, in case of ex parte procedures, it is forwarded to the
division responsible for assessing the possibility of an interlocutory revision.?

This procedure consists in an evaluation of the appeal by the examining division
responsible for the appealed decision itself. If this division considers the appeal to
be admissible and well-founded, it may rectify its decision or, if new objections
are raised and not previously discussed, proceed with the examination. Three
reasons, for example, may explain a change in a decision under appeal by the own
first-instance division responsible for the decision: (a) the division made a mistake
by not considering a certain part of the material available; (b) the division did not
receive the material filed within the EPO on time due to an error by the EPO itself,
or; (c) the division’s decision is not incorrect, but the presentation of new evi-
dence, facts, or changes in the application overcomes the objections that led to the
appealed decision [5].

Nonetheless, if the appeal is not examined or allowed by the examining divi-
sion within three months of receipt of the statement of the grounds of appeal,
it shall be remitted to the Board of Appeal without delay, and without comment
as to its merit. As it only applies to ex parte procedures, this mechanism is not
valid for decisions by the opposition divisions that, as already mentioned,
always have at least two parties, the opponent and the patentee. If the appeal
is received by the boards of appeal, the examining division cannot interfere
thereon anymore. The mechanism of interlocutory revision is very useful to
prevent cases that can be easily reversed from getting to the boards of appeal,
saving quite some time.

Upon filing of the appeal, it will be examined for admissibility and, among other
factors, the following points will be assessed: (a) if the decision is appealable, (b)
if the appellant has the right to appeal, (c) if the deadlines were respected, (d) if
the fee was paid, (e) if the notice of appeal and the statement of grounds meet the
requirements in Rule 99 of the EPC [2, 4].

The statement of grounds of appeal shall contain a party’s complete appeal case.
Accordingly, it shall set out clearly and concisely the reasons why it is requested that
the decision under appeal be reversed, and should specify expressly all the facts,

2 Article 108 of the EPC.
3 Article 109 of the EPC.
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arguments and evidence relied on.* Pursuant to rule 12 [4] of the rules of procedure
of the boards of appeal (RPBOA), these boards may use their discretion when
admitting new submissions in the appeal procedure, i.e., when admitting facts,
evidence, and/or objections not submitted during the first-instance procedure.
Nonetheless, such submissions should be made preferably at the beginning of the
appeal procedure, and the acceptance thereof by the board of appeals during the
second-instance proceeding is at the board’s discretion. In this sense, these boards
have been adopting a restrictive stance in accepting late submissions. In order to
accept or not late submissions to the appeal procedure, the boards consider, among
others, the following factors: the stage of processing of the appeal or whether

the submission is detrimental to procedural economy and the complexity of the
case’ [6].

Some other principles not expressly defined in the EPC or the RPBOA, but that
were established by decisions of the enlarged board of appeal, have been governing
the appeal procedure in Europe. One of these principles establishes an important
distinction between decisions by examining divisions and those by opposition divi-
sions. When appeals come from opposition divisions, the boards of appeal cannot
examine reasons that were not presented by the opponent during the first-instance
proceeding and/or were not discussed by the opposition divisions, unless expressly
authorized by the patentee. Nonetheless, the same restriction does not apply if the
opposed decision is taken by the examining divisions, as in the case of an applica-
tion rejection decision. In these cases, appeals are not restricted to the reasons that
led to rejection of the patent application, and the boards of appeal may broaden
their examination to patentability requirements or conditions that were not dis-
cussed at first instance.

During the appeal phase in the EPO, oral proceedings may occur at the
request of the EPO itself or at the request of any other party to the appeal. When
oral proceedings occur during the ap6peal, they are public, unlike those occur-
ring before the examining divisions.” In cases of oral proceedings, the Board of
Appeal may provide a preliminary opinion on the matter within four months
of this proceeding, enabling the appellant to assess its chances of success in the
appeal.’

Regarding the powers of the boards of appeal in deciding appeals, article 111
(1) of the EPC determines that the boards may either exercise any power within the
competence of the first-instance department which was responsible for the decision
appealed or remit the case to that department for further prosecution. At this point,
article 11 of the RPBOA advices the board not to remit a case to the department
whose decision was appealed for further prosecution, unless special reasons present
themselves for doing so. As a rule, fundamental deficiencies which are apparent in
the proceedings before that department constitute such special reasons [2, 6]. The
decisions of the boards of appeal are unappealable. Nonetheless, as an exception,
it is possible, under certain conditions, to request review by the enlarged board of
appeal.®

Figure 1 shows a schematic presentation of the procedures for appeal against
rejections in the EPO.

* Article 99 (2) of the EPC and Article 12 (3) of the RPBOA.
> Article 13 of the RPBOA.

® Article 116 of the EPC.

7 Article 15 of the RPBOA.

8 Article 112a of the EPC.
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Figure 1.
Schematic representation of the procedure for appeal against vejection in the EPO.

3. United States patent and trademark office

An important difference of the United States patent system compared to the
Brazilian system, for example, is the fact that several are the possible paths in the
USPTO after a second or subsequent rejection of some claims in a patent applica-
tion. The applicant may file a request for continued examination (RCE),’ file for an
amendment after final (AAF)," abandon the application, apply for a continuation-
in-part," or file a request for appeal [7, 8].

Appeals in the United States patent system aim to review objections related to the
patentability of claims in a patent application and may be filed after a second action by
the office rejecting some of these claims. These procedures, at the administrative level
of the USPTO, are conducted by three administrative judges of the Patent Trial and
Appeal Board (PTAB), which is the second-instance administrative body responsible for
patents in this office. These judges must be people with technical and legal knowledge.
The duties of this Board are: (a) to review decisions rejecting claims in patent applica-
tions; (b) to review reexamination :;1ppe::1ls;12 (c) to conduct derivation Proceeding,13

? Request for Continued Examination (RCE). This is a request to reopen the processing of the patent
application yet at first instance through the payment of a specific fee, where the examiner will evaluate
the changes in the claims and the arguments presented [8].

10 Amendment after final (AAF). It is the filing of amendments to claims. This procedure, unlike the
RCE, is free of charge; however, the examiner has little time to examine it [8].

"' Continuation-in-part. A request for continuation of an original patent application, where a new
matter or new claims are included in the application. This procedure does not end the first-instance
proceeding for the new matter included.

!> Reexamination. Procedure that can be requested by anyone, at any time during the term of a patent,
aiming at reviewing a patent already granted.

B Derivation proceeding, This is a trial proceeding conducted at the Board to determine whether (i)
an inventor named in an earlier application derived the claimed invention from an inventor named in
the petitioner’ application, and (ii) the earlier application claiming such invention was filed without

authorization.
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(d) to conduct inter partes review;"* and post-grant review.” Each of these procedures
is conducted by a jury composed of at least three members of the board, who shall be
appointed by the Director [9].

The USPTO’s appeal procedure begins with the submission of a notice of appeal and
payment of the required fee within no more than six months after the decision deny-
ing the patentability of the claims. Then, within a period of two months, which can be
extended in exceptional situations for up to five months, the appeal brief must be filed
with the office, including, in addition to the applicant’s arguments regarding each of the
objections raised by the examiner, other information, such as the name of the interested
party, a concise explanation of the matter defined in each independent claim that has
been rejected, and an appendix containing a copy of the claims under appeal [10].

A pilot program in progress at the USPTO provides the possibility of filing a
pre-appeal request with the notice of appeal, where the applicant may request a
review of the decision rejecting the claims. This request may not exceed five pages
and must provide a series of succinct, concise, and focused arguments explaining
the reasons why the review is being requested. This request is assessed by a panel
of three examiners, including the examiner responsible for the decision to reject
the claims. There are four possible outcomes for this review: (a) the request will
continue under appeal, as the reasons were not sufficient; (b) the first-instance
proceeding will be reopened; (c) the claims are accepted and, (d) the pre-appeal
request does not meet the requirements and is disregarded [9].

After the appeal brief is filed with the USPTO, it does not immediately enter the
jurisdiction of the appeal board. Appeals are first examined at an appeal conference,
whose participants are the examiner responsible for the decision to reject the claims
him/herself, his/her supervisor, and a third examiner who is able to consider the mer-
its of the matter under appeal. After this procedure, the examiner may introduce new
objections to reject the claims and reopen the case at first instance, may reverse the
decision denying the claims, or may maintain the appeal, preparing a written response
to the reasons for appeal. This reply must discuss all grounds for the challenged deci-
sion, enabling the examiner to add new objections to the request, if applicable.

After filing a notice of appeal with the USPTO, the filing of amendments to the
application is not a matter of right. For acceptance of such amendments, two dead-
lines shall be considered and certain criteria shall be met. In the case these amend-
ments are filed on the date or after the notice of appeal and before the appeal brief,
such amendments may be accepted, as long as: (a) they cancel claims or comply with
any requirement of form expressly set forth in a previous Office action; (b) they
present rejected claims in better form for consideration, (c) they show good and
sufficient reasons why the amendment is necessary and was not earlier presented.'
Amendments filed on or after the date of filing a brief may not make substantive
amendments to the claims, but may be admitted: (a) to cancel claims, where such
cancelation does not affect the scope of any other pending claim in the proceeding,
or (b) to rewrite dependent claims into independent form.” Amendments to the
application are not accepted after the appeal enters the jurisdiction of the PTAB [10].

Like the filing of amendments to the application, the filing of new evidence or tes-
timonies for inclusion in the application follows certain rules. If these amendments are

' Inter partes review. It is a trial proceeding conducted at the Board to review the patentability of one or
more claims in a patent based on novelty and inventive step and only on the basis of prior art consisting
of patents or printed publications.

15 Post-grant review. It is a trial proceeding conducted at the Board to review the patentability of one or
more claims on any ground and any matter of the prior art.

16 37 CFR § 1.116.

7 37 CFR § 41.33.
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filed at the time of or after filing the notice of appeal, but before the appeal brief, these
amendments may be accepted if the examiner understands that: (a) such evidence
and/or testimonies surpass all objections under appeal; (b) show good and sufficient
reasons as to why the amendment is necessary and was not previously filed. In all other
cases, they shall be rejected. New evidence may not be filed together with the brief.

In case a new objection to the application is added to the examiner’s written
response to the appeal brief, the appellant has two options: apply for a reopening of
the proceeding at first instance or request that the appeal is maintained by filing,
within two months, a reply to the examiner’s opinion. Only after expiration of the
deadline to file the reply with the office, the appeal is forwarded to the PTAB. In this
reply, no amendments to the claims or new evidence are admitted.

In the American patent system, the appellant may request oral proceedings in
circumstances in which the appellant thinks it is necessary or desirable for proper
understanding of the appeal. This request is made in writing and shall be accom-
panied by the payment of a fee, within two months of the date of the examiner’s
response to the appeal brief, or on the date of filing of his/her reply.

After submission of the reply to the examiner’s opinion, with or without oral
proceedings, the three PTAB judges shall render the final decision, issuing a written
decision, whose outcomes may be: (a) affirmance, a situation in which the exam-
iner’s decision of rejecting the claims is fully confirmed; (b) affirmance-in-part, a
situation in which the examiner’ decision of rejecting at least one of the claims is
confirmed, but not all; (c) reversed, when the decision of denying the claims is not
confirmed, and (d) new grounds for rejection, a situation in which the PTAB judges
understand there are additional reasons for which at least one of the claims is not
patentable. In this last case, the appellant has two options: apply for reopening of
the proceeding at first instance and file amendments or evidence deemed necessary,
or request a review of the case. In the review, the appellant shall define specifically
where he or she believes the appeal board was mistaken.

Figure 2 shows a schematic presentation of the procedures for appeal against
rejection in the USPTO.

Second action by USPTO rejecting
one or some of the claims

. Oral hearing
% Pre-appeal Claims allowed (3?‘<CFR § 41.47)
" (MPEP 1204.02)
Examiner’s answer .,
Smenths —— (37 CFR § 41.39) T
Notice of ARpeal Appeal %‘;Pgl::’ief“ -
appeal (37 :)3r'lle::FR 5 ::I‘c;:tl'ze;ence Reopening of the ( §41.41)
CFR rocedure (new :
41 31? 41.37e 1207.01) gmunds) ( - Reopening of
" MPEP 1205) the procedure

(new grounds)

Supplemental examiner’s
\\ answer

Remand by the (MPEP 1207.05)

board for further
consideration

«—

Affirmance <

—"
pom . PTAB decision Key
irmance-in- <«
part jraen— <> Apellant action

Examining division action
Reversed <
[] PTAB action

< Optional procedure

Figure 2.
Schematic representation of the procedure for appeal against rejection in the USPTO.
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4. Brazilian patent office

In the Brazilian patent system, the instrument for administrative appeals is
provided for in chapter 1 of title VII of Law No. 9,279 of 1996, the Brazilian IP Law
(LPI). This chapter of the aforementioned Law addresses the applicable appeals
against decisions rendered by INPI, therefore including decisions related to patent
applications [11].

Appeals are filed voluntarily by anyone feeling aggrieved in their rights by
a decision determining rejection of a patent application, aiming at changing
such decision. This filing is made in up to sixty days after the decision rejecting
the application is published in the Industrial Property Gazette (RPI),' through
a written petition, observing the administrative principles of publicity and
formalism [12].

Paragraph 2 of Article 212 of the LPI makes two important reservations about
situations in which it is not possible to appeal against the INPI decisions regarding a
patent application. The reservations are as follows: a decision determining the final
dismissal of a patent application and a decision accepting the patent application.
Therefore, it is clear, regarding the decisions on patentability of a patent applica-
tion, that only decisions determining rejection of a patent application are subject to
appeal [11].

Administrative appeals in the Brazilian patent system have suspensive and full
devolutive effects, applying all provisions pertinent to examination in the first
instance, in so far as they are applicable. The suspensive effect interrupts the effects
of the contested act since the filing of the appeal until final decision, aiming to
safeguard the right of the applicant and protect him against the damaging effects
resulting from the appealed decision. The two major practical consequences of the
suspensive effect are the interruption of the period of prescription' and the impos-
sibility of filing a lawsuit against the act to be challenged while there is no decision
on the appeal [13, 14].

On its turn, full devolutive effect means that the decided matter is fully
referred to a higher hierarchical authority for acknowledgement and decision,
which for INPI is represented by the President of the independent agency. This
implies full review of the merits of the patent application under analysis by a
second administrative instance coordination. In this case, as all relevant provisions
applied in the examination at first instance are still valid, second-instance examin-
ers may suggest amendments to the application, carry out new searches, and raise
new objections to the application, even if these have not been discussed at first
instance. Accordingly, the appellant is allowed, at second administrative instance,
to come up with new evidence favoring the application patentability, and amend
the specifications and its patent claim scope, as long as the same are limited to
what was initially disclosed.

In the Brazilian patent system, third parties may be a party to administra-
tive appeals under patent applications. The period therefor is sixty days, and the
counter-arguments petition shall be filed under the appeal™ [11, 12].

'8 The Industrial Property Gazette (RPI) communicates all INPI decisions to the general public by means
of decision codes.

' The 5-year period for filing legal actions is interrupted.

20 Article 213, LPI. Interested parties shall be summoned to file, within sixty (60) days, counter-

arguments under the appeal.
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Although decisions on appeals are the responsibility of the President of INPI,
as these decisions involve technical matters related to many technologies, the
substantive examination is actually performed by a specific coordination office
reporting directly to the INPI Presidency — the General Coordination Office for
Administrative Invalidation Proceedings and Appeals (CGREC). This coordination
office is responsible, therefore, for the administrative processing of patent
applications at second administrative instance, for matters related to industrial
property.

The two main duties of CGREC are: the issuance of expert opinions in intel-
lectual property matters to support the President of INPI, which is the authority
competent by law to register them, and the search to consolidate an administrative
case law on the matter” [15].

CGREC is currently divided into three technical coordination offices and one
administrative support division. The CGREC division that deals with patents at
second administrative instance is the Technical Coordination for Appeals and
Administrative Invalidation Procedures for Patents (COREP), which is composed of
eighteen patent examiners [16].

The following section shall present the administrative processing of patent
applications at second instance in INPI.

4.1 Second-instance administrative proceedings for patent applications at INPI

Once a patent application has been rejected at first instance, the applicant may
file an appeal, what must be done in up to sixty days, according to article 212 of the
LPI. In case the applicant elects to file the appeal, a new procedural phase begins in
INPI, which initiates with the admissibility exam; having the application satisfied
the formal requirements,”” decision code 12.2 is published in the Industrial Property
Gazette.”

After publication of the appeal against rejection in the RPI, any interested party
may file counter-arguments to the appeal, which are, in general, filed by third
parties interested in the patent application, aiming at preservation of the rejection
decision on the application. As appeals are fully referred to a higher instance, the
second administrative instance completely reexamines the matter of the patent

*! Article 15, DECREE No. 8,854/2016 — The General Coordination Office for Administrative
Invalidation Proceedings and Appeals is responsible for: I — examining and providing technical support
for the decisions of the President of INPI in administrative invalidation proceedings and appeals filed
pursuant to the prevailing industrial property laws and regulations, and issuing opinions on the matter
raised; II — examining and providing technical support for the decisions of the President of INPI in the
appeals regarding intellectual property, which registration is under the responsibility of INPI by law;

III - guiding and coordinating the systematization, organization, and update of administrative decisions
related to intellectual and industrial property, seeking to consolidate an administrative case law on mat-
ter; and IV — proposing improvements to the guidelines and procedures for examination of appeals and
administrative invalidation proceedings filed pursuant to prevailing intellectual and industrial property
laws and regulations.

** In the admissibility examination, it is verified whether the appeal is applicable, if it is timely, and if
the fee was paid.

3 Decision code 12.2 indicates that an appeal was filed aiming at a new examination of the matter by the
president of INPIL.
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application, applying all relevant legal provisions employed in the first-instance
examination.

In the examination of the patent application by the second instance, the
examiner uses all documentation filed at the first instance (expert opinions,
petitions, amendments to the application, supporting information, etc.), as
well as any new information filed by the appellant in with the appeal petition
or by interested parties in the counter-arguments petition, if any. After the first
second-instance examination, there are four possible outcomes for the patent
application: the appeal is granted (decision code 100), the appeal is denied
(decision code 111), non-patentability opinion (decision code 120) or techni-
cal requirements (decision code 121). In the decision to grant the appeal, the
second-instance examiner understands that the application meets the legal
requirements and conditions, draws up an opinion pointing out the parts of
the documentation that shall compose the patent, and refers the application
for decision of the President of INPI. In the decision to make requirements,
like in the first instance, the second-instance examiner understands that the
application or part of it has patentability conditions; however, it shows irregu-
larities that prevent patenting as it is. For this reason, they issue an opinion
requesting the appellant to meet certain requirements in order for the applica-
tion to meet patentability requirements and conditions. When the examiner
understands that the application does not meet the patentability requirements
and/or conditions, he/she may decide to deny the appeal, a situation in which
it is no longer possible to discuss it, and the application is forwarded to the
President for decision, or he/she may issue a non-patentability opinion, situ-
ation in which new arguments and/or documents of the state-of-the-art are
presented by the examiner or further clarifications by the applicant may be
necessary.

During examination, the second-instance examiner evaluates the same legal
requirements and conditions as the first-instance examiner and uses the same
Normative Instructions and Examination Guidelines. Figures 3-5 show a schematic
representation of the procedural flow of patent applications at second instance
in INPL

Rejection of the

9.2 application

60 Maintenance of
days ‘ No the rejection

Technical
Second-instance requirements (121)
e Appeal petition technical opinion
-, Grant

recommendation | -, Grant (100)
! Yesr No (" Examination of | _ _‘ ~
Yes the appeal
Counter-arguments 2 ——> Rejection . | Decisionofthe Rejection (111)
petition SeconHaaIce recommendation  pregigent of INPI

technical opinion
> Non-patentability
opinion (120)

Key
O Appellant action

COREP action
1 President of INPI action

Figure 3.

Schematic vepresentation of the procedural flow of patent applications at second administrative instance
in INPL
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Figure 4.
Schematic representation of the procedural flow of patent applications after technical requirements in INPL.
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Figure 5.
Schematic representation of the procedural flow of patent applications after technical requivements in INPL.

5. Final considerations

As it was evidenced, although the three patent offices have procedures for appeal
against first-instance decisions, there are significant differences in the procedures
of each of these offices, starting with the type of proceeding. While in the EPO it
is a legal proceeding, in the USPTO and in INPI, it is an administrative proceeding.
There are also differences in the types of appealable decisions in each office.

11
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Regarding decisions related to the examination of the application patent-
ability, in Brazil only decisions rejecting patent applications are subject to appeal.
In Europe, in addition to decisions rejecting patent applications, the decisions by
opposition divisions are also subject to appeal, in other words, those determining
rejection of the opposition and maintenance of a patent in its full or amended form
or those setting out the cancelation of the patent.

In the specific case of procedures for appeal against decisions rejecting a patent
application, these offices also differ regarding the terms, the rules for filing new
submissions, the existence of a review mechanism before analysis by the board of
appeals, as well as the participation by interested third parties.

Regarding deadlines, the EPO and the USPTO present different deadlines for
filing the notice of appeal and the grounds of the appeal. At INPI, both the notice
of appeal and its grounds shall be filed together, within a maximum period of two
months of the notice of the decision to reject the patent application.

All offices, as long as pursuant to certain conditions, permit amendments to
the claims and/or filing of new evidence after the notice of appeal. In the case of
the EPO, these submissions shall be filed preferably at the beginning of the appeal
procedure, and the boards may accept or not, at their discretion, new submissions
during the appeal procedure. In the USPTO, the filing of new evidence and/or
amendments to the claims is also subject to certain rules; however, it is important to
highlight that these submissions shall be filed before the appeal is sent to the PTAB,
and no new submission shall be accepted after that date. In INPI, the filing of new
evidence and/or amendments to the claims is accepted throughout the processing of
the appeal. However, the filing of amendments to the claims is subject to the provi-
sions in Article 32 of the LP1.**

Unlike INPI, both the USPTO and the EPO have a mechanism for the first-
instance department responsible for the decision to review its own appealed deci-
sions before they are forwarded to the boards of appeal. This mechanism allows for
quick resolution of some cases, with significant economy of time and resources.

INPI, unlike the EPO and the USPTO, has a mechanism for participation of
interested third parties in the procedure for appeal against the rejection, the
so-called counter-arguments to the appeal, which allows any interested parties
to submit the reasons why they understand that the decision of rejecting a patent
application shall be upheld. Regarding the effects of the appeal, both in Europe as in
Brazil, the suspensive and devolutive effects apply.

Table 1 briefly presents the main differences in the appeal procedures of the
three offices analyzed.

Results obtained through a comparative study enabled to identify good prac-
tices related to appeals adopted in two of the main patent offices in the world with
potential for application in INPI. Among these practices, it is important to note
the existence of a mechanism for reviewing the challenged decision by the first-
instance department responsible for such decision, like the interlocutory revision
mechanism adopted in the EPO, for example. Implementation of a mechanism
similar to that in INPI is currently under evaluation by the Institute. If imple-
mented, INPI may greatly improve its efficiency, considering that decisions that
may be easily reversed, whether because of new evidence submitted or because
of submission of new patent claim scopes overcoming the objections made in the
first instance, may be reversed in a more speedy and economic way, with no need

** Article 32 of the LPI provides that amendments to the claims are not accepted when they add informa-
tion to what was initially provided or broaden the scope of protection of the claims in comparison with

the claims filed until the request for examination of the patent application.
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EPO USPTO INPI
Type of proceeding Legal Administrative Administrative
Appealable decisions Rejection Second or subsequent Rejection
(regarding patentability) Maintenance of a patent decision rejecting one
Revocation of a patent or more claims
Filing of appeal 2 months Up to 6 months 2 months
Reason for appeal 4 months Up to 11 months 2 months
New submissions' YES YES YES
First-instance revision YES YES NO
Counter-arguments’ NO NO YES
Effects Suspensive — Suspensive
Devolutive Full devolutive
Oral proceedings YES YES NO

In all offices, the submission of new claims and/or evidence to the proceeding is subject to specific rules.
’The vesults presented in this row of the table refer specifically to appeals against a decision rejecting a patent
application.

Table 1.
Comparative table of the appeal procedures in the EPO, the USPTO, and INPL.

for evaluation by a new examiner or collegiate. It is worth noting that by shedding
light on the laws, regulations, and procedures for appeals in three important patent
offices, highlighting the practices adopted in each office, this study may contribute
for the applicant to increase his/her chances of success in the appeal stage in these
three patent offices studied.
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